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DETAILED ACTION 
Status of the Application 
Receipt is acknowledged of Applicants' Request for Continued Examination (RCE), 
Amendments and Remarks, filed 8 April 2010, in the matter of Application N° 10/5 17,375. The 

Examiner further acknowledges the following: 

Claims 1-18 are pending where claims 2, 4-8, 10, 12, 14 and 15 remain withdrawn from 
consideration. 

No claims have been cancelled. 

Claims 1,16 and 17 have been amended. Claim 18 is newly added. The amendment to 
claim 1 adds component "C" which includes in addition to components "A" and "B", at least one 
acid selected from such acids as lactic and/or malic acid. Support for the amendment is 
provided. 

The amendment to claim 16 simply corrects a typographical error. The amendment to 
claim 17 is to depend from claim 13 instead of claim 1. 
No new matter has been added. 

Thus, claims 1,3,9, 11, 13 and 16-18 now represent all claims currently under 
consideration. 



Information Disclosure Statement 
No new Information Disclosure Statement (IDS) have been submitted for consideration. 
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Withdrawn Objections/Rejections 

Claim Objections 

Applicants' amendment to claim 17 is sufficient to overcome the objection previously 

raised. 

Rejections under 35 USC 1 12 

Applicants' amendment to claims 17 is sufficient in overcoming the lack of antecedent 
basis rejection made to said claim under the second paragraph of 35 USC § 1 12. 

Rejection under 35 USC §103 

Applicants' amendment to claim 1 as discussed above is sufficient in overcoming the 
obviousness rejection made to claims 1, 3, 9, 1 1 and 13 under 35 USC §103(a) as being 
unpatentable over the combined teachings of Kendo et al. and Ando et al. As neither reference 
teaches any of the acids newly amended into the base claim, the rejection stands withdrawn. 

Similarly, Applicants' amendment is sufficient in overcoming the rejection made to claim 
16 under 35 USC § 103(a) as being unpatentable over the combined teachings of Kondo et al., 
Ando et al. in further view of Martin et al. Again, as none of the references teach any of the 
acids newly amended into the base claim, the rejection stands withdrawn. 

New Rejections 

In light of the aforementioned withdrawn rejections, the amended base claim and addition 
of new claim 18, the following rejection(s) are presented: 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the im ention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the stibject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1, 3, 9, 1 1, 13, 17 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kondo et al. (USPN 6,086,663) and Ando et al. (JP 1997-151 1 19) in further 
view of Yui et al. (USPN 5,747,016). 
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The amended independent claim 1 is directed to a hair cosmetic composition comprising 
components (A), (B) and (C), wherein (A) is an amino-modified organopolysiloxane chain and a 
polyoxyalkylene chain, (B) is at least one cationic surfactant having a core formula selected from 
the group consisting of formula (2): 

Component (C) is at least one acid compound (e.g. malic, lactic, glycolic, etc.) which conveys a 
pH of 3-5 to the hair cosmetic composition. Claim 18 fiirther narrows the acid compound to 
either lactic or malic acid. Claims 3 and 9 fiirther limit the composition of claim 1 such that 
component (A) is in the form of a block copolymer of the following core formula (4): 



R' W W 



Ry is recited as being a hydrogen or Ci-Ce hydrocarbon group. Rg is recited as being the same as 
Ry or E, where E is a reactive functional group represented by -R9Z-, where R9 is a C1-C20 
divalent hydrocarbon group and Z is a primary or tertiary amino group-containing group or an 
ammonium group-containing group, where "a" is 2 or greater, "b" is 1 or greater, "c" is 4 or 
greater, "d" is 2 or greater, "Y" is a divalent organic group bound via a carbon-silicon atom to 
the adjacent silicon atom via an oxygen atom to the polyoxyalkylene block chain. Claim 1 1 
recites that the ratio of the siloxane block (A) is 25-97% by weight of the whole block 
copolymer. Claims 13 and 17, in accordance with the elected species, recite stearyl alcohol. 
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Kondo teaches surface modifier compositions for use in cosmetic compositions such as 
hair care products (Example 3). Comparative Example 6 is a composition comprising an amino- 
modified polysiloxane mixed with the cationic surfactant stearyltrimethylammonium chloride 
and cetyl alcohol. Stearyl alcohol is taught as a functionally equivalent aliphatic alcohol 
stabilizing compounds (col. 5, lines 29-33). 

Kondo does not expressly teach the amino-modified polysiloxane as instantly claimed in 
claims 3, 9 and 11. Nor does the reference teach the specific acids (e.g. lactic or malic acids) as 
newly claimed. 



Concerning the newly added acid compound limitations of claims 1 and 18, Ando teaches in 
Examples 10 and 22 (see Tables III and VII, respectively), both of which are directed to shampoo 
agent formulations, that citric acid (e.g. a polycarboxylic acid) is used specifically for adjusting the 

pH level of the formula. The reference further expressly teaches the limitations of claims 3 and 9, 
wherein a hair cosmetic ingredient is characterized by the inclusion of a reactive silicone-type block 
copolymer expressed by the following general formula: 

R' R'' R' 

I I I 

■Y(SiO)a (S i 0) S i YO (C„ Ha„0) 
I I I 

R' X R' 

[Chemical 1]: 

Within the formula, signifies a monovalent hydrocarbon group (e.g. methyl), whereas 

"X" signifies a reactive functional group expressed by the following formula: -R^-Z. The variable 
R^ signifies a direct bond or divalent hydrocarbon group 1-20 carbon atoms in length, whereas "Z" 
represents a group comprising either an amino or ammonium group. The variable R^ represents 
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either or "X". The variable "n" is an integer having a value of 2A, "a" is an integer of at least 2, 
"b" is an integer of at least 1, "c" is an integer of at least 4, "d" is an integer of at least 2, and "Y" 
represents a divalent organic group coupled, via carbon-silicon, with an adjacent silicon atom and, 
via an oxygen atom, with a polyoxyalkylene block. The limitations of claim 1 1 are also taught by 
Ando in claim 1, such that the siloxane blocks constitute approximately 25-95 wt% of the whole 
block copolymer. Ando teaches in Tl[0017] that the practiced hair cosmetic ingredient discussed 
above, maybe further solubilized or dispersed (e.g. combined with) into an alcohol (e.g. cetyl 
alcohol; see Table IV) or dispersed within water by using a surfactant. 

Ando et al. do not expressly teach either of the elected alcohol or cationic surfactant 
components of the instant invention. Nor are the specific acids (e.g. lactic or malic acids) taught 
by the reference. Yui et al. expressly cures the latter acid deficiency. 

The practiced invention of Yui et al. is directed to organopolysiloxanes and methods of 
setting hair (e.g. molding or sculpting) using said product (Title; Abstract). The Abstract further 
teaches that "[h]air which is set by the method retains the given shape over time, and the 
organopolysiloxane imparts a soft touch to the hair. In addition, the shape given by the setting 
treatment can be easily restored to the original shape by ordinary shampooing." Examples of the 
organopolysiloxanes which are employed in the invention (col. 5, line 21 to col. 7 line 32; see 
also formula (2)) include those which have been modified different reaction types (e.g., amide- 
forming, tertiary or quatemary ammonium forming, etc.) (col. 7, lines 12-32). A more specific 
example is taught by Synthesis Example 1, which incorporates a side-chain primary 
aminopropyl-modified polydimethylsiloxane as the modified organopolysiloxane. Other 
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additives or ingredients which are expressly taught as being a part of the hair setting 
formulations include such pH modifiers as lactic acid and citric acid (col. 11, lines 32-41). Acid 
derivatives of chitin/chitosan are also taught and suggested as being incorporated into the 
formulation. Acids used to create this component include lactic, glycohc and succinic acids (col. 
12, line 62 to col. 13, line 2). 

As such, it would have been prime facie obvious to a person of ordinary skill at the time 
the invention was made to have incorporated the amino-modified organopolysiloxane component 
of Ando into the invention practiced by Kendo, particularly since both inventions are directed to 
the creation of cosmetic compositions, more specifically hair care products. Given that the 
intended uses of the amino-modified polysiloxanes compositions in both inventions is directed 
towards the preparation of hair-care products by mixture with alcohol and surfactants, it follows 
that the ordinarily skilled artisan would have been highly motivated to substitute the amino- 
modified organopolysiloxane-polyethylene oxide block copolymer (per Ando) for the amino- 
modified polysiloxane component taught by Kondo. Thus, since the inventions to Kondo and 
Ando demonstrate inventive overlap, as discussed above, one of ordinary skill in the art would 
also have been particularly motivated to prepare the instantly claimed hair cosmetic. Given the 
guidance provided by Yui et al. the person of ordinary skill in the art would have been similarly 
motivated to further modify the teachings of Kondo and Ando to incorporate an acid compound 
such as lactic acid into the composition. The teachings of both Ando and Yui address 
Applicants' amended limitation wherein the pH of the hair composition is modified through 
addition of an acid such as, citric or lactic acid. 
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It would have been prima facie obvious to combine the teachings, each of which are 
taught by the art as being useful for the same purpose, in order to form a final composition, such 
as that which is instantly claimed, to be used for the very same purpose; the idea of combining 
them flowing logically from their having been individually taught in the prior art (MPEP 
§2144.06). In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980) 

Thus, based on the combined teachings of the references, it is apparent that one of 
ordinary skill in the art would have had a reasonably high expectation of successfiiUy producing 
the instantly claimed invention. Therefore, the invention as a whole was prima facie obvious to 
one of ordinary skill in the art at the time the invention was made, as evidenced by the reference, 
especially in the absence of evidence to the contrary. 

Claim 16 is rejected under 35 U.S. C. 103(a) as being unpatentable over the combined 
teachings of Kondo et al., Ando et al. and Yui et al. as set forth above with respect to claim 1, 
further in combination with Martin et al. (USPN 5,078,990). 

The amended limitations of claim 1 are discussed above. Claim 16 recites that the 
composition of claim 1, namely core formula (2), is specifically embodied by either of the 
compounds behenyl dimethylamine or stearamide propyldimethylamine. 

None of Kondo, Ando or Yui expressly teach using either of these specific compounds. 
As discussed above, Kondo does teach modifier compounds which align with the broader 
recitations for core formula (2) of claim 1 . However, Kondo does not expressly teach either of 
the compounds of claim 16. 
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The teachings of Martin, like Kondo, Ando and Yui, are directed to shampoos and 
conditioning shampoo compositions (Title). Regarding the conditioning agents which may be 
incorporated into the practiced shampoo/conditioner formulations, Martin teaches that such 
components may include both polysiloxane polyether copolymers as well as stearamido propyl 
dimethylamine (col. 10, line 59 to col. 11, line 15). 

It would have been prima facie obvious to a person of ordinary skill in the art at the time 
the invention was made to modify the composition taught and suggested by Kondo, Ando and 
Yui using the teachings of Martin and arrive at the instantly claimed formulation. The ordinarily 
skilled artisan would have readily recognized the compound stearamido propyl dimethylamine as 
being a species of tertiary amine as shown below: 




Stearamido propyl dimethylamine 



Given that the intended uses of the amino-modified polysiloxanes compositions in both 
inventions is exclusively directed towards the preparation of hair-care products, specifically, 
those used for softening and conditioning, it follows that the ordinarily skilled artisan would 
have been highly motivated to modify the tertiary amine compounds taught and suggested by 
Kondo for the modifier taught by Martin. Thus, since the combined teachings of the references 
demonstrate inventive overlap, as discussed above, one of ordinary skill in the art would also 
have been particularly motivated to prepare the instantly claimed hair cosmetic composition. 
Thus, it would have been prima facie obvious to combine the teachings, each of which are taught 
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by the art as being useful for the same purpose, in order to form a third composition, such as that 
which is instantly claimed, to be used for the very same purpose; the idea of combining them 
flowing logically from their having been individually taught in the prior art (MPEP §2144.06). 
In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980) 

From the combined teachings of the references, it is apparent that one of ordinary skill in 
the art would have had a reasonable expectation of success in producing the claimed invention. 
Therefore, the invention as a whole was prima facie obvious to one of ordinary skill in the art at 
the time the invention was made, as evidenced by the reference, especially in the absence of 
evidence to the confrary. 



Response to Restriction Remarks 
Applicants' request for reconsideration of the restriction requirement has been fully 
reconsidered by the Examiner, but is not persuasive. Applicants continue to traverse on the 
grounds that the special technical feature of the instantly amended invention is the combination 
of components (A), (B) and (C), which Ando does not teach. 

While it is agreed that Applicants' position is correct concerning the teachings of the 
Ando reference alone, the Examiner respectfully maintains the restriction for the reasons which 
are newly made of record above. Namely the combined teachings of Kondo, Ando, and Yui, are 
directed to a block copolymer composition comprising an amino-modified organopolysiloxane 
chain, a polyalkylene chain which is modified at the variable "X" by the core formula "-R^-Z-" 
where "Z" signifies a group inclusive of an amino group, and at least one pH-adjusting acid. As 
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such, the Examiner maintains that the claims do not relate to a single inventive concept under 
PCT Rules 13.1 and 13.2. 

All claims have been rejected; no claims are allowed. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey T. Palenik whose telephone number is (571) 270-1966. 
The examiner can normally be reached on 7:30 am - 5:00 pm; M-F (EST). 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Robert A. Wax can be reached on (571) 272-0623. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner, Art Unit 1615 
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Supervisory Patent Examiner, Art Unit 1615 



